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Claim Construction: How Should the Supreme Court Weigh In?
The United States Supreme Court recently granted certiorari in the Teva Pharmaceuticals USA, Inc. v. Sandoz Inc. case to address whether appellate courts should afford deference to a District Court’s claim construction determination and, if so, to what extent.  This question has been a topic of heated debate since the Federal Circuit held that claim construction was purely a matter of law and thus subject to de novo review in an en banc decision in Cybor Corp. v. FAS Technologies, 138 F.3d 1448 (1998).  Although the Federal Circuit has repeatedly refused to reconsider this holding – despite repeated requests from litigants, commentators and District Court judges – the Supreme Court appears to be ready to weigh in on this issue in an opinion that will have implications for nearly all patent cases. 
How Did We Get Here? Cases Leading Up to Teva v. Sandoz
Tension has been brewing for many years over the proper standard of review for claim construction determinations.  The following briefly summarizes the key cases that brought us to the Supreme Court’s granting of certiorari in Teva v. Sandoz:
Markman I: A divided Federal Circuit held en banc for the first time that claim construction is purely an issue of law to be decided by the court, not the jury.  Markman v. Westview Instruments, Inc., 52 F.3d 967, 979 (Fed. Cir. 1995), aff’d, 517 U.S. 370 (1996).  The court found:
The patent is a fully integrated written instrument. By statute, the patent must provide a written description of the invention that will enable one of ordinary skill in the art to make and use it. . . . It follows, therefore, from the general rule applicable to written instruments that a patent is uniquely suited for having its meaning and scope determined entirely by a court as a matter of law.
Id. at 978–79 (citations omitted).

Accordingly, the court held that claim construction would be subject to de novo review.  Id. at 979.
Markman II: On appeal of Markman I, the Supreme Court agreed that judges are better suited than juries to construe complex documents like patents.  Markman v. Westview Instruments, Inc., 517 U.S. 370, 388 (1996).  The Court also found that reserving claim construction for the court would promote certainty and uniformity.  Id. at 390–91.  Notably, the Supreme Court’s opinion in Markman II focused on whether there is a jury right to construction of a patent, and did not decide the proper standard of review for claim construction orders.  The Court seemed to recognize that claim construction involves both legal and factual determinations, however, describing claim-construction as a “mongrel practice” and “an issue “fall[ing] somewhere between a pristine legal standard and a simple historical fact.”  Id. at 378, 388.  
Following Markman II, some Federal Circuit panels reviewed claim construction de novo, while others granted deference to factual findings of District Courts.  The Federal Circuit finally resolved this conflict in 1998.
Cybor: To resolve the conflicting standards of review applied by different Federal Circuit panels, the court in Cybor Corp. v. FAS Technologies, Inc. decided en banc that claim construction is a matter of law to be reviewed de novo.  138 F. 3d 1448, 1451 (Fed. Cir. 1998).  Relying heavily on its opinion in Markman I, the court stated:
Although the law is clear that the judge, and not the jury, is to construe the claims, this case presents the issue of the proper role of this court in reviewing the district court's claim construction. [¶] In Markman I, we held that, because claim construction is purely a matter of law, this court reviews the district court's claim construction de novo on appeal. In reaching this conclusion, we recognized that “[t]hrough this process of construing claims by, among other things, using certain extrinsic evidence that the court finds helpful and rejecting other evidence as unhelpful, and resolving disputes en route to pronouncing the meaning of claim language as a matter of law based on the patent documents themselves, the court is not crediting certain evidence over other evidence or making factual evidentiary findings. Rather, the court is looking to the extrinsic evidence to assist in its construction of the written document, a task it is required to perform. The district court's claim construction, enlightened by such extrinsic evidence as may be helpful, is still based upon the patent and prosecution history. It is therefore still construction, and is a matter of law subject to de novo review.”  Id. at 981. [¶] After the Supreme Court's decision in Markman II, panels of this court have generally followed the review standard of Markman I.  In some cases, however, a clearly erroneous standard has been applied to findings considered to be factual in nature that are incident to the judge's construction of patent claims. We ordered that this case be decided in banc to resolve this conflict, and we conclude that the de novo standard of review as stated in Markman I remains good law.
Id. at 1454-54 (citations and footnote omitted).
Concurring and dissenting opinions, however, undermined the majority opinion.  For example, Judge Plager in concurrence wrote that “common sense dictates that the trial judge’s view will carry weight.”  Id. at 1462.  In dissent, Judge Rader argued that de novo review “has the potential to undercut the benefits of Markman I” by prolonging “uncertainty in the patent litigation process.”  Id. at 1475.
The Federal Circuit’s holding in Cybor has engendered enormous commentary and criticism, including mounting frustration from District Court judges who were routinely seeing their hard work on patent cases reversed on appeal based on the Federal Circuit’s findings that their claim constructions were wrong.  This has led certain judges of the Federal Circuit, as well as many District Court judges and commentators, to call into question the Cybor court’s holding.  Most recently, the Federal Circuit decided to rehear en banc Lighting Ballast Control, LLC v. Phillips Electronics N.A. Corp.  The court issued its opinion on February 21, 2014, just seven months after its opinion in Teva v. Sandoz.  In a 6-4 decision, the Lighting Ballast court reaffirmed de novo review for claim construction orders, relying primarily on stare decisis to support its holding.  The court heard from numerous amici, including the United States, which urged the court to adopt a hybrid review of claim construction orders.  After “carefully consider[ing] the arguments for discarding or modifying Cybor,” the court concluded that “they do not justify departing from the now well-established principles and procedures.”  Lighting Ballast, 744 F.3d 1272, 1285 (Fed. Cir. 2014).  The court also reaffirmed the holding in Cybor that claim construction involved purely legal issues:
Claim construction is a legal statement of the scope of the patent right; it does not turn on witness credibility, but on the content of the patent documents. The court may indeed benefit from explanation of the technology and the instruction of treatises, but the elaboration of experts or tutorial explanation of  technical sub-subject matter does not convert patent claim construction into a question of fact. The type of evidence that may assist a lay judge in determining what a technical term meant to one of skill in the art does not transform that meaning from a question of law into a question of fact. Reference to technical understanding and usage at the time of enactment does not convert statutory interpretation from law to fact. [¶] Courts routinely look to dictionaries and treatises to determine the meaning of a statute at the time it was written. [¶] Similarly, experts in the science or technology may assist  the court in understanding the meaning and usage of a claim term, but this does not morph the question into one of fact.
Id. at 1284–85 (citations omitted).
In support of its opinion, the court relied on the fact that it is now common to have the same patent being litigated in multiple jurisdictions.  The court reasoned that if claim construction orders were entitled to deference, the possibility of conflicting district court rulings could lead to the very “forum shopping that the Federal Circuit was created to avoid.”  Id. at 1286.  
The dissent authored by Judge O’Malley argued that the majority opinion conflicted with Supreme Court precedent, the Federal Rules of Civil Procedure, and the consensus of a “broad swath of the intellectual property community.”  Id. at 1296.
It is against this backdrop that the Supreme Court is about to weigh in.
Overview of Teva v. Sandoz
Factual Background
The Teva case arose when Sandoz sought approval to market and sell Teva’s multiple sclerosis drug Copaxone®.  Unlike drug products that are a single entity, such as a small molecule, the active ingredient of Copaxone® is copolymer-1 (or glatiramer acetate)—a mixture of polypeptide molecules.  Specifically, the copolymer-1 polypeptides contain four different amino acids (alanine, glutamic acid, lysine, and tyrosine), but vary in their arrangement and number.  Because the composition is not uniform, the asserted patents claimed copolymer-1 in terms of “average molecular weight.”  The district court was therefore required to construe the term “molecular weight.”
The dispute over the term “molecular weight” arose because, statistically speaking, there are at least three ways to calculate average molecular weight: peak average molecular weight (Mp), number average molecular weight (Mn), and weight average molecular weight (Mw).  A common way to measure “molecular weight” is to use Size Exclusion Chromatography (“SEC”).  A simplistic way to think about SEC is as a technique that utilizes a column “sieve” that allows different size (or weight) molecules to leave (elute) the column at different times.  After the column is calibrated, the size or weight of the molecules in question can be determined depending on when they elute from the column.  
The patents at issue contained an ambiguity with regard to which of the three average molecular weight calculations was intended.  Some of the asserted claims (which the Federal Circuit referred to as “Group I claims”) described molecular weight without specifying which of the three measures should be used.  For example, claim 1 of U.S. Patent 5,981,589 claims: “Copolymer-1 having a molecular weight of about 5 to 9 kilodaltons” and a process that would “result in copolymer-1 having a molecular weight of about 5 to 9 kilodaltons” (emphasis added).
The Claim Construction Hearing and Order
During claim construction, Teva argued that the asserted claims were not indefinite and that they referred to peak average molecular weight (Mp).  Teva pointed to the specification’s discussion of SEC technology and a chromatogram that the SEC process would produce (Figure 1 in the patent, reproduced below) to support its argument:
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See Teva Pharm.v. Sandoz Inc., Case No. 1:08-cv-0711, Dkt. 273 at 20 (Aug. 29, 2011 S.D.N.Y.) (Claim Construction Order). 
	According to Teva and its expert, Dr. Grant, a person of ordinary skill in the art would understand that the SEC process, without further data manipulation, can produce only Mp, not any other measure for average molecular weight.  Id.  Teva further pointed to the prosecution history of one of the asserted patents, in which Teva responded to a rejection by arguing that a person of ordinary skill in the art would understand “average molecular weight” to mean “average weight at the peak of the molecular weight distribution curve shown in Figure 1.”    Id. at 22 (quoting prosecution history of U.S. Patent 6,939,539). 
	Sandoz pointed out two substantial problems with Teva’s argument.[footnoteRef:1]  First, Sandoz argued that Figure 1 does not in fact support interpreting “average molecular weight” to mean “peak average molecular weight.”  Figure 1 “does not show peaks of either 7.7 kDa or 12.0 kDa,” as the figure’s legend claims.  Id. at 25.  Thus, Sandoz argued, Figure 1 cannot be a representation of peak average molecular weight. [1:  	The case actually involves two defendants, Sandoz Incorporated and Mylan Pharmaceuticals Inc.  For the sake of simplicity, this summary refers to both defendants simply as “Sandoz.”] 

	Second, Sandoz identified contradictory statements by Teva during the prosecution of some of the asserted patents.  Although, as discussed above, Teva at one point told the PTO that “average molecular weight” meant “peak average,” in the prosecution of a related patent, it stated that “[o]ne of ordinary skill in the art could understand that kilodalton units implies a weight average molecular weight.”  Id. at 28 (quoting prosecution history of U.S. Patent 6,620,847).
	The court sided with Teva, relying heavily on the testimony of its expert, Dr. Grant.  First, regarding the SEC process described in the specification, the court stated that it “credit[ed]and accept[ed] all of Dr. Grant’s opinions regarding SEC.”  Id. at 20.  As to the discrepancy in the peaks of the curves in Figure 1, the court agreed with Dr. Grant that a person of ordinary skill in the art would understand “‘that the process of transferring the data from the chromatogram would likely cause the peak on each curve to shift slightly” and that “any discrepancy between the peak values read from the chromatogram (7.7 kDa and 12.0 kDa) and the peak of Figure 1 is merely a by-product of the process by which the data from the chromatogram would have been used to generate Figure 1.”  Id. at 21 (quoting Dr. Grant’s testimony).  The court further found that Sandoz relied on “unsubstantiated attorney-argument” that was “insufficient to cast doubt on Dr. Grant’s opinions, which, as explained above, the Court credits and accepts.”  Id. at 26.
	As to the conflicting prosecution history statements, Teva admitted that the statement “was incorrect.”  Id. at 29.  “Because the statement was incorrect,” the court concluded, “a person of ordinary skill in the art would not rely on it.”  Id.  Accordingly, the court found that the claims that included the “average molecular weight” terms were not indefinite.
The Federal Circuit’s Opinion
The Federal Circuit did not agree with the District Court’s reasoning.  In a short opinion, the court held that “[o]n de novo review of the district court’s indefiniteness holding, we conclude that Dr. Grant’s testimony does not save Group I claims from indefiniteness.”[footnoteRef:2]  Teva Pharm., 723 F.3d 1363, 1369 (Fed. Cir. 2013).  Instead, the Federal Circuit reviewed the specification and prosecution history for itself and found them not to be as clear as the District Court believed.  As to the apparent inconsistency in Figure 1, the court stated: “as illustrated in the figure below, the peaks of the curves in Figure 1 do not correspond to the values denoted as ‘average molecular weight’ in the figure’s legend.”  Id.  In fact, said the court, the figures in the legend corresponded more closely to weight average molecular weight (Mw) than to peak average molecular weight (Mp), “which makes it difficult to conclude that Mp is the intended measure.”  Id. [2:  	A second group of claims, which expressed molecular weight in terms of percentage of copolymer-1 molecules that fell within a range rather than as a statistical measure, were upheld as not indefinite.  These claims should not be at issue before the Supreme Court. ] 

The court also rejected the District Court’s rationale for reconciling Teva’s apparently contradictory prosecution history statements.  “[T]wo of [Teva’s] prosecution statements directly contradict each other and render the ambiguity insoluble.”  Id.  The court gave no indication whether the outcome would have been different under a different standard of appellate review.
Certiorari: The Question Presented
On March 31, 2014, the Supreme Court granted certiorari on Teva’s appeal.  The sole issue on appeal to the Supreme Court was encapsulated by the question presented:
Rule 52(a) of the Federal Rules of Civil Procedure provides that in matters tried to district court, the court's “[f]indings of fact ... must not be set aside unless clearly erroneous.”
The question presented is as follows:
Whether a district court’s factual finding in support of its construction of a patent claim term may be reviewed de novo, as the Federal Circuit requires (and as the panel explicitly did in this case), or only for clear error, as Rule 52(a) requires.
The way the question reads makes it seem likely that the Supreme Court will reverse the Federal Circuit.  Indeed, over the past few months, the Supreme Court has issued four opinions, in each case rebuking the Federal Circuit on other patent-related issues.  Specifically, in Octane Fitness LLC v. Icon Health & Fitness Inc., 134 S. Ct. 981 (2014), the Court found that the Federal Circuit’s test for awarding attorneys’ fees in patent cases was too stringent.  The same day, in Highmark Inc. v. Allcare Health Management Systems Inc., 134 S. Ct. 1051 (2014), the Court in a 9-0 opinion found that District Court decisions on attorneys’ fees deserve deference on appeal and that the Federal Circuit erred in reviewing such determinations de novo.  The Court vacated the Federal Circuit opinion and remanded the case.  In Nautilus Inc. v. Biosig Instruments Inc., 134 S. Ct. 896 (2014), the Court rejected the Federal Circuit’s standard for indefiniteness.  In another unanimous opinion, the Court in Limelight Networks Inc. v. Akamai Technologies Inc., 133 S.Ct. 2879 (2013) reversed a Federal Circuit holding expanding liability for induced infringement.[footnoteRef:3] [3:  	The Court did uphold at least one recent Federal Circuit ruling.  In yet another unanimous opinion in  Alice Corp. v. CLS Bank International, the Court agreed with the Federal Circuit and reaffirmed that abstract ideas cannot be patented simply by including a computer element in the claims.] 

The Supreme Court granted certiorari in Teva against this backdrop of recent rejections of Federal Circuit holdings and continued dissent from District Court judges, the academic community, and numerous Federal Circuit judges who have all called for at least some form of deference to District Courts in their claim construction determinations.  
Possible Outcomes Of The Supreme Court’s Opinion
It seems that the Supreme Court is likely to arrive at one of three outcomes in Teva.  The positions are summarized in the Federal Circuit’s opinion in Lighting Ballast as follows:
1. Reject Cybor and Apply “Clear Error” Review: The proponents of this position, Lighting Ballast among them, point out that Markman II did not touch on the proper standard of review for claim construction opinions.  They argue that claim construction is most reasonably classified as a question of fact, despite the Supreme Court’s decision designating the court as the proper entity to construe claims.  
2. Apply De Novo Review to Legal Questions, and Clear Error Review to Factual Questions: The proponents of this position, including the United States as amicus in Lighting Ballast, argue that claim construction involves both legal and factual questions.  Accordingly, different standards of review should apply depending on what evidence the court relies on for any particular aspect of its decision.  In its amicus papers, the United States drew an analogy to the ruling in a regulatory tariff case, in which the Supreme Court held that “when ambiguity arises in the construction of certain legal instruments, the ambiguity is resolved as a question of fact.”  Lighting Ballast, 744 F.3d at 1278 (citing United States amicus brief).[footnoteRef:4]  Under this approach, district court decisions based entirely on intrinsic evidence (the patent and its prosecution history) would be reviewed de novo, but decisions based on extrinsic evidence such as witness testimony would be reviewed for clear error.  This outcome seems consistent with Federal Rule of Civil Procedure 52(a), but may be difficult to implement in practice. [4:  	In its Petition for Writ of Certiorari, Teva cited the same authority as the United States and argued the point more broadly: “In a contract case, for example, ‘extrinsic evidence may be necessary to determine the meaning of words appearing in the document. This is true where technical words or phrases not commonly understood are employed . . . .’ Great N. Ry. Co. v. Merchants’ Elevator Co., 259 U.S. 285, 291-92 (1922). The construction of a contract is undoubtedly a question of law. But ‘the function of construction is necessarily preceded by the determination of the matter of fact.’ Id. at 292.”  Pet. for Cert. at 19–20.] 

3. Uphold Cybor and Apply De Novo Review: The Federal Circuit adopted this outcome in Lighting Ballast.  As discussed above, it relied mostly on stare decisis and the need for uniform claim constructions to support its holding.[footnoteRef:5]  It seems unlikely that the Supreme Court will adopt this approach. [5:  	Summaries of these three positions can be found at Lighting Ballast, 744 F.3d at 1278–81.] 



Arguments For and Against a New Standard of Review
Over the years, numerous arguments have been made both for and against the Cybor court’s holding.  These arguments are summarized below:
	FOR DE NOVO REVIEW

	AGAINST DE NOVO REVIEW

	
DE NOVO REVIEW MAINTAINS NATIONAL UNIFORMITY, CONSISTENCY AND FINALITY TO THE MEANING OF CLAIM TERMS
· PARTICULAR CONCERN WITH MULTI-DISTRICT LITIGATION WHERE DIFFERING RULINGS ON CLOSE QUESTIONS OF CLAIM CONSTRUCTION COULD WARRANT AFFIRMANCE ON APPEAL OF DIFFERING CONSTRUCTIONS WITH DEFERENTIAL STANDARD OF REVIEW
· WOULD RESTORE FORUM SHOPPING FEDERAL CIRCUIT WAS DESIGNED TO AVOID

	
DISTRICT COURT JUDGES ARE BEST ABLE TO DEVOTE THE TIME AND RESOURCES NECESSARY TO EFFECTIVELY CONSTRUE CLAIMS, CAN WEIGH CREDIBILITY, ETC.
· FEDERAL CIRCUIT IS CONFINED TO BARE “RECORD” AND HAS LIMITED TIME FOR ARGUMENT
· IS THERE REALLY ONLY A SINGLE “CORRECT” CONSTRUCTION? DOES DE NOVO REVIEW LEAD TO UNNECESSARY REVERSALS?
· FORUM SHOPPING IS ALREADY ALIVE IN WELL IN PATENT LITIGATION
· POSSIBLE INCONSISTENT CLAIM CONSTRUCTION RULINGS IN MULTI-DISTRICT LITIGATION NOT A REASON TO IGNORE RULE 52(A)


	
IN PRACTICE, REVERSAL RATES HAVE DROPPED SIGNIFICANTLY SINCE PHILLIPS / THE FEDERAL CIRCUIT IS ALREADY AFFORDING “INFORMAL DEFERENCE” TO DISTRICT COURTS

THE VAST MAJORITY OF PATENT CASES STILL SETTLE  AND PARTIES ARE NOT FOCUSED ON THE STANDARD OF REVIEW 

	
DE NOVO REVIEW HAS LED TO A HIGH REVERSAL RATE, LESS CERTAINTY, LESS PREDICTABILITY, A WASTE OF JUDICIAL RESOURCES AND INCREASED LITIGATION COSTS AS PARTIES UNWILLING TO SETTLE UNTIL AFTER APPEAL
· UNHAPPY DISTRICT COURTS
· PROBLEM EXACERBATED BY FEDERAL CIRCUIT’S REFUSAL TO HEAR INTERLOCUTORY APPEALS RE CLAIM CONSTRUCTION 
· EVEN IF REVERSAL RATE HAS DIPPED SINCE PHILLIPS, IT IS STILL HIGH COMPARED TO OTHER AREAS


	
DE NOVO REVIEW IS AN EFFECTIVE IMPLEMENTATION OF THE SUPREME COURT’S  MARKMAN OPINION, WHICH RECOGNIZED CLAIM CONSTRUCTION AS A LEGAL ISSUE 
	
THE SUPREME COURT RECOGNIZED IN MARKMAN THAT CLAIM CONSTRUCTION IS A “MONGREL” PRACTICE THAT INVOLVES BOTH LEGAL AND FACTUAL DETERMINATIONS / RULE 52(A) EXPRESSLY REQUIRES DEFERENCE BE AFFORDED FOR FACTUAL DETERMINATIONS 
 

	
IT IS IMPOSSIBLE TO SEPARATE “LEGAL” AND “FACTUAL” ISSUES, SO BEST TO TREAT EVERYTHING AS LEGAL ISSUE (“CLAIM CONSTRUCTION IS A LEGAL STATEMENT OF THE SCOPE OF THE PATENT RIGHT”)  AND AFFORD NO DEFERENCE TO DISTRICT COURT 
· TEVA CASE IS PERFECT EXAMPLE OF DIFFICULTY OF SORTING OUT “LEGAL” AND “FACTUAL” DETERMINATIONS
· RULE 52(A) THEREFORE DOES NOT APPLY

	
WHILE IT MAY BE DIFFICULT TO SEPARATE “LEGAL” AND “FACTUAL” ISSUES, RULE 52(A) EXPRESSLY REQUIRES DEFERENCE BE AFFORDED FOR FACTUAL DETERMINATIONS
· FACT ISSUES INCLUDE WHETHER CLAIM TERM HAS SPECIALIZED MEANING TO POSITA; WHO QUALIFIES AS POSITA; WHETHER TO CREDIT ONE PARTY’S EXPERT TESTIMONY OVER ANOTHER PARTY’S; WHAT WOULD POSITA GLEAN FROM PRIOR ART, ETC.

	
ANALOGOUS TO STATUTORY CONSTRUCTION
	
ANALOGOUS TO CONTRACT INTERPRETATION AND OBVIOUSNESS DETERMINATIONS WHERE DISTRICT COURTS GIVEN DEFERENCE ON FACT ISSUES


	
FEDERAL CIRCUIT WAS ESTABLISHED AS “SPECIALIST” COURT TO HANDLE PATENT APPEALS / ACHIEVING UNIFORMITY, CONSISTENCY AND FINALITY IN CLAIM CONSTRUCTION IS CONSISTENT WITH ITS CORE FUNCTION

	

DE NOVO REVIEW IS PRODUCT OF AN ACTIVIST FEDERAL CIRCUIT WHICH HAS HELPED CREATE AN OUT OF WHACK PATENT SYSTEM


	
CHANGING THE STANDARD OR REVIEW WILL AFFECT ONLY A SMALL NUMBER OF DECISIONS AND WILL CREATE PERIPHERAL LITIGATION OVER WHAT IS A “LEGAL” VS. “FACTUAL” DETERMINATION

	
CHANGING THE STANDARD OF REVIEW WILL AFFECT A LARGE NUMBER OF DECISIONS AND ULTIMATELY LEAD TO MORE CASES SETTLING AND FEWER CASES BEING APPEALED

	
THE REAL PROBLEMS ARE POORLY DRAFTED CLAIMS AND CONTRADICTORY CLAIM CONSTRUCTION METHODOLOGIES / ABANDONING THE DE NOVO STANDARD OF REVIEW WILL MAKE THESE PROBLEMS WORSE
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